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I —

Statement,

This is an appeal from a decroe ontered on
the decigion of his Honor Judge Dickinzon in
the eourt below, finding the Bothlehem St
Company to have infringed, and sustoining as
valid, elaim 1 of United States Patent £45,750
iggned March 5, 1907, and claims 1 and 3 of
patent B68,327 issned Oectober 15, 1907, both
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issucd to James Churchward and owned by
plaintiff-appellee under assignments of reeord.

In the eourt below the defendant Carnegie
Stee]l Company was permitted to intervene as
to a snbsidiary issne between the partiea on
n eontroet dated June 10, 1914, whereby the
plaintiff had transferred to the Carnegie Steel
Company rights under the patents in suit for
steel thereaftpr to be made and used for war
materiale, The contract izspe then raised was
entirely subordinate to the main issnes involved
and has mow been oliminated from the isencs
on appeal.

For eonvenicnes, patent in s=uit 845,756 filed
November 1, 1906, and issued March 5, 1907,
will be hereinafter referrved to as the “first pat-
ent', and patent in sut 868,327 filed April 12,
1907, and izsued Ootober 15, 1907, as the *eon
ond patent. Plaintiff-appalles will be reforrad
to as the “Churchward Company®’, defendant-
appellant as the “*‘Bethlehem Company®® and in-
tervening defendant-appellee as **Carnegie Com-
pany'’.

This action was commenced by hill filed Oe-
tobar 29, 1915, alleging infringement by Beth-
lehem Company, The delay in the progress
of the cose sinee that time hog been due to an
agreed postponement pending the decisions by
the United States Supreme Court in Curtis va.
Cramp and Marcem vs, Swmon, 36 U, 8. 28,
46: which decisions have also eliminated here
the defenze up to that time nrged by Bothlohem
Company of its statutory releaze on account of
enle of practically all the infringing material as=
projectilea to the Federal Government.
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The trial record wne made in open conrt be-
fore Judge Dickinson in May 1917 and in
September 1919, On the testimony of the wit-
nesses appearing in person, on a foll eonsi-
deration of the record made and all defenszes
rajsed, and on extended argument, the court
below handed down its decision October 30,
1M9, in favor of the Churehward Company.
Thiz decision iz eomprehensive, analytieal amd
eomplete in that cach defense raised by the
Bethlehem Oompany iz considered and decided.

Hunagor MaTTen,

The patentz in sait relate 1o improvements
in the composition of alloyed stosls.

Thiz subjeet matier iz, of sourse, of vast 1m=
portanes.  Undonbtedly no other material ap-
proaches the utility and valoe of stee]l in the
progressing needs of the world, Moreover, this
subjeet matter constitutes a highly fechnieal
and complex art which draws ils advancing
knowledge not from a single sclence alone, but
from a refined coordination of metallurgy, chem-
istry and physies, Tt iz fo be horne in mind
also that the manofacture of steel is world-wide,
and that progress resalting from experiment
nndl regenrch iz made in thiz art not casoally
but by the painstaking efforts of specialists who
give their lives to the problems, Tt may be
noted that perhaps no other material loozsely
identified nnder a single gencrie term includes
sueh a wide range of different chemieal and
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pliysical compositions as steel. That this 1s
the fact becomes, of course, clear when it is
remembered that all the metal elements known
{ineluding copper, nickel, molybdenum, sulphur,
phosphorus, tungsten, cerium, thorium, mangan-
eae, godinm, titanium, aluminum, vanadinom, sili-
pon, chromium, arsenie, cobalt, boron, platinum,
uranium, telurium) are potentially capable of
use in the making of steel, and thal these
clements may be used in practically an infinity
of different proportions and eombinations.

Tae Crius X Surn

The attention of the Court s primarily di-
rectod to the claims of the patents in suit found
to be infringed. These are:

““An alloy eontaining the following metals
in about the proportions given, namely:
steel, which contains from 0.2 to 0.6 percent.
of earbon, from 90 to 95 parts; nickel, from
1 to 3.5 parte; chromium, from 05 to 2
parts; manganess, from 0.15 to 0.7 parts,
and vanadinm, from 0.056 to 0.25 parts"*

which i# elnim one of the first patent, and

“An alloy ecomposed of steel combined

with small proportiong of nickel, ehrominm
vanadium and manganese,**

““An alloved steel containing the follow-
ing alloying metals in abont the propor-
tions given, namely: steel, containing .20

el

e
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per cent. to 1.25 per cont, carbom, from
91.50 to 9830 parts; nickel from 1.00 to
8.50 partz; chromium from .50 to 2.50 parts;
vanadivm from 05 to 150 parts, and man-
ganese from .15 to 1.00 paris™

which are respectively claims 1 and 3 of the
second patent.

Notwithstanding that appellant pretends to
disparage these claim# ns indefinite, the fact
is immediately apparent that the elaims are
procise, readily understandable, and, when
viewed from the complexity of the art and in-
finite range of permizsible proporiions of per-
migsible elements, decidedly narrow. In passing
on the questions of wvalidity and the other de-
fenges herein raised, it iz pointed out that the
court must in all eazes refer for definitions of
the Churchward inventions to the claims in
guit, and must exercise caution in accepting the
casual and loose statements by appellant as to
the “‘patented steel’” and ““what Churchward
did ™.

Prioe [aormariom.

Both patents in enit come before this sonrt
with their prima facie presumption of validity
reinforeesd by corroborating facts and ecireum-
stanees somewhat in the natore of public ae-
quieseence, and somewhat in the nature of prior
adjndication. That is to sav. in 1990 a hill was
filed by the present plaintiff against the Carnegie



L

Company alleging infringement of both of the
patents here in suit, and that action was long
an vigorously contested. Prolonged testimony
was takon under the old equity roles, and the
Carnegic Company in its endeavor to prove in-
validity not only searched the prior published
art, a5 has the Bethlehem Company herein, but
took the testimony of steel makers and experts
in the United States, France, Germany and En-
gland. Among the witnesses then examined (Fol.
L Ree. p. 178) were 8. 8. Wales of the Carnegia
Company, 4. L. Colby, J. A. Mathews, Ehren-
fried Corleis, Chicf Chemist of the Krupp Works,
Frite Ritterhousen, Melallurgical Eungineer for
Krupps, Leon Guillet, F, W, Harbord, J. Kent
Sumith and E. R. Sankey, all of whom by indiree-
tion through their published statements are now
affcred by the Bethlehem Company in its defense.
The litigation with the Carnegic Company did
not go to final hearing, and aecordingly the pat-
enta then were not judieially passed upon. Never-
theless the outeome of that litigation is extremoly
=ignifieant. The Carnegie Company failed in its
exhanstive investigations to find anything to in-
validate the Churchward patents, and therefore,
knowing the patents to be valid the snit was set-
tled hefore final hearing, npon payment to the
Churchward Company of $275,000. The facts
nhove recited were offered herein in rebuttal as
evidence tending to prove the wtility of the steel
patented to Chorchward, The evidenen was ad-
mitted by the lower conrt for thi= purpoze, as
anpears from Jodee Dickinson’s decision, and
whila it iz helieved that thiz evidencs eamnat fail
nlzn tn he porenasive of the valne and validity of
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the patents in suit, it must conclusively and for
all time establish that the Churchward steel has
been wseful.

185UES.

INFRINGEMENT ADMITTED,

Notwithstanding the general metallurgical
eomplexities otherwise involved, the issue here
18 eonsiderably narrowed by the sdmitted fact of
infringement of all elaims in snit by the Bath-
lebem Company. It is distinetly surprising to
find the appelinnt seeking to raise the question
of infringement under Paragranhs 5. f. 7 and &
of its Assignment of BErrors, (Ree. Vol 1, p.
+134), and mentioning the point again in its brief
on appeal, pp. B0 and 57, It is emphatically re-
Werated that infringement has been admitted
and i3 newe an indisputable, proven fact. Prior to
the trial interrogatories were filed by the plain.
tiff and sworn answers made thereto on behalf
of Bethlehem Company, defendant. Interrogatory
No. 8 is dirceted to elaim 1 of the first patent
nnd reads —

“Interrogatory No. 8: Has the defendant,
between the 209th day of Cetober 1904, and
the 28th day of October 1915, manufactured
for any purposs other than for use as war
material, or between the 29th day of October
1909, and the 23rd day of June, 1914, manu-
factured for nse as war material for sale to
the United States Govornment or otherwise,
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an alloy containing the following metals in
about the following proportions hy weight:
gtoel containing from 0.2 to 0.65% of earbon,
from 90 to 95 parts; nickel, from 1. to 3.5
parta: chrominm, from 0.15 to 0.7 parts, and
vanadinm, from 0.05 to 0.25 parts? A, Yes '

Interrogatory No. 7 is directed to oloim 3 of
the second patent and reads:

“‘Interrogatory No. 7: Has the defendant,
between October 20, 1909, and October 15,
1015, manofactured for any purpose other
than for uwse az war material or between
Oetober 20, 1909, and June 23, 1914, manu-
factured for use as war material for sale to
the United Statez Government, or otherwise,
alloyed stee] sontaining the following alloy.
ing metals in about the following proportions
by weight: stecl eontaining .20 per cent, to
1.256 per cent. carbon, from 91.50 to 9520
parts; niekel, from 10O to 350 parts; chrom-
inm, from 50 to 250 parts; vanadiom, from
05 o 1.50 parts, and manganese from .15 to
1.00 parts? A. Yes.

Interrogatories Nos. 4 and § are direeted to
elaim 1 of the second patent and read:

“Interrogatory No. 4: Has the defendant,
subgaquent to Oetober 29, 1909, and prior to
October 20, 1915; manufactured for any puar-
pose an alloy eomposed of steel combined
with small proportions of niekel, chromium,
vanadinm and manganeze? A, The defendant

-
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has not manufactored any steels which in
addition to the iron, contained only man-
ganese, nickel, chromium and vanadiam; it
has, however, manufactured steel containing
small proportions of manganese, nickel,
chrome and vanadinm. '’

“*Interrogatory No. 5: If the answer to the
lagt interrogatory is in the affirmative, give
the proportions by weight of the clements
employed and the purpose for which the steel
was mamufactured, A, Tt has manufaetured
and sold (1) steel as merchant material con
tnining manganese from .37 to .60, mickel
from 1.45 (o 329 chromium from 60 (o 1,26,
vanadivm from 11 to .24; (2) and stee]l as
war material contaming manganese from 2
to .6, mickel 225 to 236, chrominm .79 to
2,60 vanadiom .10 to 35.""

In the latter answers the Bethlehem Company
thus at first denied infringement of elaim 1 of
the zecond patent.

It was at this stage of the ease that the dofend-
nnt itsell introduced festimomy as fo the ton-
nage of steel in conlroversy and voluntarily
showed that some four thomusand tons had been
supplicd the Federal Navy Department as pro-
jectiles (Ree. Vol. 1 p. 43). Having denied by
its answer to interrogatories that it had made
iny steel within elaim one of the seeond patent,
this evidenee necessarily meant that the projee-
tile tonnage was ineloded in the only infringe-
ment it admitted, namely, of claim one of (he first
patent and ‘or elaim three of the second patent,
Moreover, it was on account of this projectile
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steel having been sold the Government, that the
Bethlehem Company gained a respite of two
years in the trial of this case, pending the deci-
sions of the Supreme Court in Marconi ve, Si-
mon and Cramp ve, Cartis. Therefore appellant
eannot be permitted with impunity to reverse its
position at this date and deny that this pro-
jectile steel is covered by elaim one of the first
patent and/or elaim three of the second patent,
Nor does its present admission of infringement
of eleim one of the second patent exense the apel-
lant in its present denial of infringement of elaim
one of the first patent and elaim three of the
second patent. Not on the same record ecan de-
fendant admit, as it did admit below, we have
intringed elaim one of the first patent and claim
three of the second patent, and the steel in 0T
troversy ineludes four thonsand tons sold the
Government as projeetilos (Interrogatories T and
8 Vol 1 Ree. p. 28, Acker, Vol. 1 Rec. p. 43 of
seq., Statements of counsel, Ree. pp. 48.50), bat
that we have not infringed olaim one of the
second patent (Interrogntory 4, Vol 1, Ree. .
27); and then say, as it does now on appeal, the
steel in controversy infringes elaim one of the
second patent, but does not infringe the other
elaims in suit,

Of eonrse, plaintiff below urged that the denial
of infringement of elaim one of the second patent
hy answer to Interrogatory 4 was inadequate and
evasive for the rensam that by defendantz own
witnesses, it had heen established that the other
elements (eilicon, phosphorns amd sulphur) were
mmpurities in megligible percentages, nol inten-
tiowally preseat, not added and not bewe fiomal,
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But now the sole effect of appellant’s position is
to enable the plaintiff to aceopt the sworn answers
to Interrogatorics 7 and 8 that it has infringed
claim one of the first patent and claim three of
the second patent, and the binding statements of its
counsel now made that “of eourse, all of this
nickel, chrome, vanadinm steel infringes claim
one of the second patent in snit (Brief p. 57).

Therefore, infringement of all the claims in-
volved having boon eontonded by plaintiff, hav-
ing been coneeded by defendant, and having been
fournd by the Disiriet Court, that fact iz Te-
moved from the confroversial issues on thiz ap-
peal.

VALY,

Both patents are now assailed as invalid on
three grounds which may be classified as,—

First, the patents are anticipatad,

Seeond, they are obvions, or lack ipvention,

Third, they are inutile, which iz to say
that the patented etee]l is mot us=eful.

Before combating specifically the iasues thus
raised, it is believed that the eourt will especial-
Iy desire to gain a knowledge of the then state
of the art and to reach, if posszible, a contem-
poraneons point of view from which the char-
acter of Churchward’s inventions can be fairly
estimated, and for thiz puarpose it is not anly
of interest, but it is holieved will be extremely
helpful, to examine the admissions and state-
ments regarding the art a2 made in the various
publieativns set up by the defense herein.
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In 1906 and 1907, the filing dates of the
Churchward patents the steel art was in & com-
pound stage of development. On the one hand,
greal progress had been made in the improve-
ment of steel composition sl manufacture, with
the resalt that the indostry had become to an
extent stabilized and the various manufacturers
were then producing a variety of standard steels
for a corresponding variety of well known nses.
On the other hand, a few of the most advanced
practieal and seientific workers engaged both in
the theoretieal and manufneturing branches of the
buginess, were boginning to realize the tremendous
potential  possibilities for improvement in the
composition of alloyed steels for special needs.
These leaders had been gradually supplied by
the contemporaneons development of chemistry
with a great many new metal elements, and were
then beginning to experiment with sach eloments
and to discuzs the same, for the manufactore
of apecial stecls,

Tue STaté oF THE ART.

This =tage of the art is clearly indicated from
the quotations following, Vol. 2 of the Record,
wherefrom elearly appears the inchoate and vagne
kmowledge then available with respeet to the more
complex alloyed steels and the resognition of
the necessity for further study and researel to
solve the intrieate and highly technieal problems
then facing metallargists,

Iarbord and Hall, Ree. p. 79 and p. 108,

“Iron alloys readily with most metals, so
that the number of stecls of this nature
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which can be produced is necessarily large,

moreover it has been found that is mang

cases comparatively small difference in the

proportion of the added metal makes a very

eonsiderable difference in the properties of

the resulling special steel. Hence it is casy

lo see thal the field iz a very large one, and

ane that has wol yet been fully developed®.

“The influenee of Vanadiom on steel, =o far

' as published results go, has not been system-

atically worked out in the same way as thai

of Manganese, Silicon, and Nickel, but from

the resultz given it will appear that it has

a most marked ¢ffect on the physieal proper-

ties of the metal, and it offers a promising
field for reseaveh’’,

The Engineer, Ree, p. 157,

“The general guestion of whether it s
worth the manufacturer’s while to go whole-
heartedly into the business of pressing the
rirer metals of o promising kind into iz
gorvieo 12 domanding attention, Recont de-
velopments in the metallargy of steel show
that possibilities lie that way. One difficolty
iz the securing of men to whom the many-
sidid responsibilities of sueh a post eould
be entrusted. The men required need not
have enevelopaslie knowledge, ot mmnst
know where it is and how to guickly assimil.
ate the helpfol partion of it. They need not
elnim first-haml acguaintanee with the mul-
tifarions operationz of o modern steel works,
but must know how to utilize them to their
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purpose with as little disturbance as possible.
Men more or less approximating such are
utilized for other purposes in hoth Gormany
and Ameriea, and are fonnd te be worth their
salt. The tendemey in England is to throw
such work on to the shoulders of a man who
already earns all he gets in some other
capacity. The problem, however, cannol be
begged in that manner'’,

Guillet, Rec. p, 178,

“Vanadium steels have as yet not been
the subject of systematie investigation’”,

Wiener, Rec. p. 237.

“He was fully convineed that vanadigm,
usedd in small quantities, would have VEry
startling resulls, and he believed that steel
' cxperts were as yet only on the threshold of
_l iz witimale possibilities.”

Btafford, Ree. p, 331.

“T will say, however, that the nse of van-

E adiom so far haz been confined to European
practiee, for the reason that the supply has
been very limited, and was considered more
of n laboratory ecuriosity than a possibln
factor destined to revolutionize the process
of steel manufacture,*

;

I

i

i

I

Taylor, Ree, p. 343.

“Silicon, manganese, nickel, chromium,
vanadium, tungsien, melybdenum, titaniun,
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arsenic, aluminom and cobalt have been ad-
ded to steel in varions combinations with a
view to producing desirable qualities in the
metal, and their effects on tho physical char-
acteristics of the metal under a variety of
thermal treatmenis have been the subject of
careful study.

The great nuwmber of the variables, how-
erver, together with their wide ronge and the
diffieulty of controlling their variation, has
thus far prevested the laws governing the
subject from being accurately determined.’’

Pratt, Ree. p. 350,

“8ome of the metals—as nickel, chrominm,
and tungsten—are now entirely beyomd th
experimental stage and are well established
in the eommercial world as definite stoel-
hardening metals, and new uses are being
eonstantly devised for the different steels,
which are cansing a constant inerease in
their prodoction. Othors, as molybdenum
and vanadium, theugh they have been proved
to give certain positive values to steel, have
not been wtilized to any large extent as yet
in the manufactnre of molybdennm or vana-
dinm steel, partly on geconnt of the high
eost of the oreg eontaining thess metalz "

From these frank admissions not, it will be
noted, eollectod by plaintifl, but on the sontrary
tnken from the very publications which the de-
fendant relies upon as most pertinent in the
whole published literature of the world, thers
glearly appears a definite Tecogmition at the




16

dates thereof of (1st) the faet of the problem,
that is to say, an appreciation that the art was
then in a fuxing condition, (2nd) a recognition
and acceptanes of the complexity of the problem,
and the difficultics to be encountered prior to the
achievement of suecess in solving the problem.
(#rd} an appreciation of the value of improve-
ments in alloyed steels if and when made, and
(4th) a most complete refutation and denial of
appellant’s present easy assumption that the
field of invention was exhausted and that all of
the elements, all of the eombinations, and all {he
nroportions thercof were “old, obvions, and well
known™,

Tur "atexts 15 SviT weng xor AXTrorPaTeD,

For convenience, the claims in suil are here
requoted

“1. An alloy eontaining the following me
tals in about the proportions given, namely:
steel, which containg from 02 to 0.6 per
cent of earbon, from ninety to ninety-fiive
parts; nickel, from one to 35 parts; chrom-
um, from 0.5 o two parts; manganese, from
0.15 to 0.7 parts, and vanadinm, from 0.05
to 0.25 parts,”*

“L An alloy composed of steel sombinad
with small proportions of nickel, chromium,
vanadinm and manganese, '

“3. An alloved steel econtaining the fol-
lowing alloying metals in abont the propor.

[
-,
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tions given, namely: steel, containing .20%
to 1.25¢¢ ecarbon, from 9150 to 98.30 parts;
I:Jﬂhﬂl., from 1.00 to 3.50 parts, chromium,
from 50 te 2.50 parts; vanadium, from .05
to 1.50 parts, and manganese, from .15 to
1.00 parts. ™

It will be noted that these claims are brief,
eoneise, definite and readily understood. Kotwith-
standing their brevity, however, the Bethlehem
Company, after searching the art of the world,
now presents Vol 2 of the record, 8 compilation
of 381 pages from the published records {(and no-
thing from ike practical records), in an endeavor
ta show an anticipation of the eompositions
specificd in the sixteen lines of the three claims in
guit. Moreover, il is cxtremely pertinent that
the defense has wot presented, or explained the
failure to presend, witnesses in person who did,
ar who knew, shal the publications gel up stale
e mittlers of rumor or prophesy. So far as ap
pears herein, defendant’s pablications may all be
grouped nnder the classification of paper patents.
The disclosures were sterile, and no evidence
whatever bas been produced sufficiently showing
o single actnal prior alloyved steel having a com-
position anticipatory of the steels specified by the
elnims in suit.

Apparently in an endeavor to overcome this
deficieney, the Bethlehem Company produces Dr.
Heurr M. Howe as an expert witness, Here again
it is of immediate interest that Dr. Howe wae
originally eited in defendant’ answer as one
having prior knowledge of the Churchward pat.
I:HII inventions, but that he was withdrawn
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from the answer by samendment, and the
altempt is now made to show by indirec-
tion as an expert whai Dr. Howe was nn
able to show as a faet witness. Appellant now
urges that the failure fo erossexamine Dr. Fowe
at the trial wreathes the loarned Doctor with a
halo of ommscience, The fact is of course that
Dr. Howe's expert opinion is entitled only to as
much respeet as (he sourees of mformation re-
lied om by him in support of his opinion. Thesa
sources are the prior art, and snbsequent art, s
tp by defendant’s answer and constitnting Vaol,
2 of the Record, and tabulated by the witnoeas nt
Vol. 1, Record p. 152. Thg SUFFICIENOY OF THE LE-
PEXSE of lack of novelly wvsr sTaxp on Farr, o
Thosg pretications, That they are nof snfficient,
ean be now demonstrated,

Ixacovnaey axp Iesvrriciexey or Howg
TaBULATION,

In his effort to show prior niekel chrome
vanadiom manganess stoels, Dr, Howe first cites
French Patont No. 336,532 (Ree, Vol 2, p. T3)
as steel with “vanadium 04 {0 B, earbon 0,18
to 0.30, nickel 3. to 4, and chromium 040 to
0.80." Turning {0 the patent itsell it will be
noted that the invention rolntes to & process
of mannfactare of armor plates, and that in the
whole specifieation there is but a single para-
graph mentioning g composition in the follow-
ing language :

“The meia] emploved has a carbon com-
tent which is relatively high and fuite common
in practiee; it varics from (L1830 and 0300,
The contend in foreign metals varies hoee
tween 3 and 4 per cent. of nickel and does
not exeeed 040 to 080 per sent, of chrominm,
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thus producing a stecl which can be easily
cast, * * Morcover all or a part of the chrom-
iwm may be replaced by the following bodies:
titanium, tungsten, molybdenum, or wvana-
dium, the ferro-alloys of which are now
being generally manufactured.’

Dr. Howe's lack of frankness in thus com-
bining the slemenis earbon, niekel, ehrominm
and vanadium, and none of the others, to in-
stance o steel composition including chromium
0.40-0.80 with also vanadinm 4-8 is equalled only
by the inaccuraey of his ealenlation and the mis-
leading character of the inferenee he attempts
fo draw therefrom. The patent, moreover, is
entirely irrelevant to the Churehward elnima
for the reason that the manganese content as
specificd by Churchward in staled prapariions,
is enbirely omitted by the reference. Further
than this, the extremely vague and loose state-
ment in the French patent that “all or a part™
of the chrominm mav be replaced by the fol-
lowing bodies, **titaninm, tungzten, maelvhdennm
or vanadium'’ eannot, it is submitted, eonstitute
under any reasonable rule an anticipation in
the slightest degree of the patended steel of
differsnt eomposition and improved quality
which was diselozed to the art fully and bene-
ficially for the first time by Charchward.

Dr. Howe next cites the United States patent
to Behneider, No. 225650 (Vol. 2 Ree, p. 35).
This is tabulnted by the witness (Vol, 2, Ree.
p. 153} as disdosing Seplember 1, 1906, a steel
Jincluding vanadium, earbon, nickel and ehrom-
m with mangnneaa not specified. The patend
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to Schneider wos mot set up in the ariginal
or any amended answer of the Bethlehem Com-
pany, was not specified in its bill of particulars
of references to be relied on, and its admission
or testimony regarding the same was duly ob-
jeeted to by the plaintiff on this ground (Vel.
L, Ree, p. 163). Dr. Howe treated the Schnei-
der patent as an avticipating reference as of
Beptember 1, 1906, We assume that thiz date
was not given by the witness to mislead, bot
was his voluntary, though mistaken, AESUmp-
tion that the United States patent dated from
the filing date of the Fronch Patent No, 307,188,
A certified translation of whish appears | Rees
Vol. 1, p. 331). On this appeal appellant urges
only that Schneider was a prior inventor of the
thing patented to Churchward and relies upon
Schovider's Freneh patent as evidencing the
date of invention of the thing diselosad in
Schneider’s United States pafent. But it je
respectfully ingisted that the patent is utterly
irrelevant and immaterial horein for any pur-
pose. It was filed Augnst 2, 1907, and jzzmed
June 32, 1009, long after the proved dates of
hoth the Churchward inventions. The French
patent, on the other hand, was applied for
September 1, 1906, delivered September 2, 1007,
and published October 26, 1907. Both the Je-
livery date and the publication date are (hus
likewise too Iate to be of {he elightest affect
or relovaney agninst Churehward, Consequent-
Iy, even assuming identity between the French
and United States patents and assiiming that
the Fremch application date was Seplember 1,




21

1906, the fact of the them knocledge of the
subject matter by Schneider in France con con-
stitute no bar whalever to the validity or scope
of the Chuwrchward patents in suif, Section
4922 of the Revizsed Statutes (Seetion M69 Com-
plied Statutes) specifically excludes such for-
cign knowledge ns a bar to United States pat-
ent. The Statule reads:

‘'Whenever it appears that a patentee at
the time of making his application for the
patent believed himself to be original and
first inventor or discoversr of the thing
patented, the same shall not be held to be
void on acconnt of the invention or dis-
covery of any part thereof having been
known or used In a foreign country before
his invention or discovery thereof, if it had
not been patented or described in a printed
publication.”

The French application to Schneider, at its
filing date, obvionsly constituted neither foraign
patenting nor foreign publieation, and the die-
elosure dates both of Schneider's French and
United States patents are obviously too late to
be competent herein,

Forthermore, aml conclugively answering the
defense of prior inveation, it appears from the
eertified copy of the file wrapper of Schneider’s
United States Patent 925659 (Vol. 1, Ree., p.
205} that Schneider's claims were rejected, infer
‘alia, on patent to Churchward, 845756, the first
patent in suit, and the rejection so far asz dates
were coneerned  acquicseed in by Sehneid-
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¢r. Not only this, but in Sehneider’s second
United States Patent No. 034697 (Defendant’s
Exhibit F, Vol, 1, p. 3153) it appears in the fils
Wrapper that Sehneider elaimed as follows: * A
steel alloy for armor plates containing earbon
0.3 to 0.5 per cent, manganese less than 0,35
per eent, nickel 3 to 5 per eent, ashromium 0.5 to
L4 per cent, vanadium less than 05 per cent,
and  the remainder  of iron™, and that
this claim was rejocted on the first Churgh.
ward patent in sk gud the  rejection
acquicsced in by Schneider. |y indisputably fol-
lows therefore that Sehmeider in his United
States patents denied himself to be the inventor
prior to Churchward, and on the eontrary speci-
fieally conceded priority to Churehward as ihe
imventor of mickel, chrome, vanadinm, UEnZAnese
steel. Yot the patent to Schueider is urged at
greatest length in appellant’s brigf (pp. 28,
29, 30, 31, 32 ang $3).

Dr. Howe, 28 g third example, eites the book
of Harbord & Hall, 194, on **Tha Metallorgy of
dteel", Vol, 2, Ree, p. 77, and tabulates this
reference ag disclosing an anticipatory  steel
with ‘‘usual®’ pereantages of vaunadium, carbon,
Mmanganese, nickel and ehromiom, Tarning to
the dooument itself, there appears only one sep-
tence mentioning these elements and regiting,

“As regards the material now used for
armor plates, each manufacturer has a par-
ticular metal which he regarde ag best for
his purpose; but generally, it is a special
steel with varying percentages of such metals
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#8 nickel, ehromium, mangenese, vanadium
and tungsten’’,

It is this statement of the author’s belief un-
Eapported by corroborating facts, and which, it
will be noted, mentions the elements only sep-
arately (and by inference also others which may
be molybdenum, copper, cobalt, sodium, nraninm,
titanium, &e.,) that the Rethlechem Company per-
mits its witness to eonvert into a com posile alloy
embodying *‘nenal’ percentage of a limited num-
ber of the clements i combination. This publica-
tion, if it discloses anything of legal effect, dis-
eloses only the aunthor’s opinien regarding the
practice of manufacturing speeial steels whiech
may have been distinetive types, such as plain
wickel stecls, plain ehrominm stecls, plain man-
ganese sieels, plain vanadium steels, plain tung-
sten steels, or plain other element steels, and in
Which the percentages may have varied through
an extreme and unsugrested range. The refer
ence wholly fails to set forth a steel embodying
& composition of any definite oloments presant
in any definite pereentages, and of conrse not
6Ven purports to teach the art the manulacture
of any stecls,

Dr. Howe for a fourih instance, citeg Mpr.
Wiener, Vol. 2, Rec,, P. 238, as publishing g stoel
with “‘asual’’ percentage of vanadinm, carbon,
manganese, nickel and chrominm, Turning to the
article, it appears that in the casunl and ap-
parently extemporancons diseussion following the
delivery of a paper of Dr. Guilleti of Paris be.
fore the Tron & Steel Institute, Mr, Wiener com-
~ mented as follows:
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“Dr. Ouillet was evidently of opinion that
nickel vanadium stecl or nickel chremium
vanadium stecl would be a grand material for
armorplates, and appeared fo think that such
would come into nse for this purpose'™,

This alleged anticipatory referenee therefore
deals not with a steel, but with an epinion; that
18 to say Mr. Wicner theught that Dr. Guillet
thought ete.  Mr. Wiener was, moreover, in-
terested in the exploitation of vanadium as man-
aging dircetor of ** Neow Vanadium Allovs, Lid.™
ard has been refvrred to as a “promoter’” and
“a patent moedicine propagandist® by appellant’s
witness herein, (Vol. 1, Ree. p. 76, 118). Finally
even Mr, Wiener's assamption of Dr. Guillet’s
opinion was wholly indefinite and withont the
recilation af any percentages whatever for the
alloying clements and withowt the mention or
stiggestion of any manguwese, It is significant
that appellant’s eounsel are driven to urge that
the Charchward patemts in snit are invalid in
view of thiz opinion of an opinion, vague, in-
definite, non-anticipatory and forzotien.

Dr. Howe tabulates Mr. Fay’s article in *“The
Automobile® of June, 1906 (Vol. 2, rec., p. 337)
as o fifth example of steel combining *‘usnal*
percentages  of vanadiom, carbon, manganese
and nickel with chromiuvm from .5 to 25, In the
eourse of an article relating to desirable qualities
of metals for use in antomobile eonstroction this
paragraph appears:

“Chromium from 14 to 2145 may be used
in steel in eonjunction with nicke]l or other-




wise, and ss an intensifier chromium ranks
earbon, and beeides hardening, as does car-
bon, chrominm prevents the erystalline form-
ation 0 detrimental to strength and pli-
4 ability. Chromium is better in all probability
than vanadium for these purposes, but there
seems fo be mo impropriety in the use of hoth
ehromium and vanadiom, with or withont
nickel .

It is difficult to resist the belief that Dr. Howe's
distortion of what Mr. Fay says may wof con-
slitute an impropricty into a disclosure and pab-
lication of a pre-Churchward alloyed steel com-
prising the clements named and the proportions
spexcified in the claims in =it, depends npon
Iir. Howe's post-Charehward knowledge and in.
tereat rather than opon an accurate and un-
prejudiced statement as to the true disclosures
of the references =et up, No perecntages what-
over of the ullmnng elements other than chrom-
ium appear in this publication. No suagestion
whaterer iz there made of the presence of man-
¢, and under no interpretation ecan thare
r::dlud from the reference an instruction to
ﬁ art of the composition specified in the elaims
in smit and first beneficially taught by Church-
i
- Dr. Howe likewise summarizes the statement
“of Mr. Stafford (Vol. 2, Ree., p. 331) az showing
prior_steel including *‘usual” percentages of
indium, mangancae, nickel and chrominm.
e again, bowever, the article itself makes no
rence whatever to pereentages of the alloy-
ing ahmnta.. daes not in any wise inelude man-
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gancse or carbon, and expresses only an wnder-
standing of Mr. Stafford as follows:

“f understand that in France there is a
ear on which is pronounced unbreakable in
its material parts. * * These steels are known
as vanadium, nickel vanadium and nickel
chrome vanadiom stecls, ® *'*

It will be obvious that the “*anderstanding’’ of
the author may as well have been based on fietion
as on fact, and that the statement is nejther
evidence of prior use or knowledge in this connt.
ry or abroad of any steel, much less the patented
steels comprising the alloys elaimed by Chureh-
ward in definite, precise and relatively narrow
limita,

The seventh instance of a vanadivm nicks?
chromium steel cited by Dr. Howe is taken from
patent 807,826 to Heroult. Here the sxpert wit-
ness supplements the reference by Joining in
eombination elements not go joined in the past-
ent and attributing percentages “as desired' in
place of unknown and unsuggested pereentages,
The Heroult patent is for a process. All of the
claims are directed to a proeess and in the entipe
specifieation there is but a single sentense re.
ferring to alloying elements as follows -

““Haually well there may be added at a
snitable moment alloys or metals—such as
ferro manganese, ferre nickel, ferro chrome
or chromium, nickel, togaten, molybdenum,
vanadinm, ete,, if it is desired to obtain stee]
containing such metals, "
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- Here again the langnage now relied on
by the defense is niterly vagne and meaningless,
No compositiong, that iz combinations of elem.
oentg, are enggested, and no percentage rangez of
the alloying elements are disclosed. The British
patent corresponding (o this Tnited States pat-
ent 807,826, iz No. 7027 of 1903 introduced by
defendant (Vol. 2 of Ree, p 65). In the proviz-
ional specifieation of the British patent the
statement iz made. M

**Any other material may be added whieh
may be necezsary fo prodoce any particnlar
kind of steel such 28 an alloy or metal.”

The offer of either of these patents as a de-
fense to the validity of elnim 1 of the first pat-
ent and elaime 1 and 2 of the second patent in
euit is ridieulous, If the scattering stalement
therein appearing could serve lo anticipate and
render invalid the Clarclicard claims relied on,
then the stetement wmight by identic reasoning
and with equal propriefy fareelose forever the
field of invention in the manufacture of all al-
loved steels,

The eighth example cited by Dr. Howe is taken
frem the article of Mr. Taylor of Jannary 20,
1906 (Vol, 2, Ree., p. 341) based on a statement
therein appearing

“It (vanadium) has been addad to both
chrome-nickel and silico-manganese steels
with good results.”



Contrary to Dr. Howe's tabulation, no per-
centages of chrome or mickel are given or eug-
gested, and the presemce of manganese iz wmof
even referved fo. The vagneness and inadeqnacy
of Mr, Taylor's statement, its incompetonee as a
defense herein, and the author's ewn character-
ization of the state of the art can best be under-
gtood by o second quotation from page 343 which
slates:

“Silicon, manganese, mickel, ehrominm,
vanadiuvm, tungsten, molybdenum, tilaninm,
arsenie, aluminum and cobalt have been
aldded to steel in varions combinations with
a view to producing desirable quoalitics in
the metal, and their effects on the physical
characteristics of the metal under a variety
of thermal treatments have been the sub-
ject of eareful stndy, The great sumber of
variables, however, together with their wide
range and the difficulty of controlling their
varialion has thus far prevented the laws
governing the subject from being acenvalely
delermined,”” :

The last example of & pre-Churchward nickel
chrominm manganese vanadium steel cited by
Dr. Howe is taken from United States Patent to
Wales, filed Angust 1, 1906 and issued September
22, 1914 (Vol. 2, Ree, p. 37). This patent is not
cited in the answer of the Bethlehem Company
and was net mentioned in its B! of particolars
specifing the publieations and patonts pon which
it intended to rely. Due ohjection on this ground
was made to the admission of the patent and the




certified copy of the file wrapper (Vol. 1, Ree., p
164). The patent speaks ns a disdosure, of
oourse, only as of its issuance date which is
Beptember 24, 1914, but appellant’s argument is
that the patent constitated a reduction to practice
as of its filing date, August 1, 1906, and that the
patentee was a prior inventor. In the answer,
however, a Samuel 8, Wales, without address and
wilthout further identification asz required by
statule (Bev. Stal. 4920 Comp, Stal, 9166) was
eited as an individual having prior knowledge
of the inventions covered by the Churchward
patents. No proof has been given or offered Lhat
the patentee of patent 1,111,709 is the same
person as the Sammel 8. Wales set up in de-
fendant’s answer, and furthermore the patent
standing alone, is not eompetent evidence of any
prior knowledge on the part of the patentee. Mr.
Wales was not ealled as a witness in this ease
and hiz absence was not explained. It is signifi-
ennt, furthermore, that the patent appears on its
face to have been assigned to the Carnegie Com-
- pany and that the patentee testified at great
- length as a witness in the prior litigation on
these patents between the present plaintiff and
the Carnegie Company, and that, despite the
o alleged prior knowledge of Mr. Wales, his
 pasignee patd to the plaintiff more than a quarter
of @ million dollars and recognized the validity
of the Chwrchward patents,

It iz pointed out also that the Wales patent iz
‘ahijeetionable on other grounds. The patont Epeei-
fiea the radieally hich prnpnrhﬂn of nickel from
j. to 12, per cent., which is far in exeses of the
-~ pereentage ranges for this element ag specified in
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the elaims of the patents here in suit, and it
recites a too low chrominm content from .1 to 23,
It canmotmeet the terms of any claim in issuc
and consequently eannol evidence priovity and
identity of invention by Wales. Moreover, sinee
the patent beeame public only in 1914, the oom.
position set forth in the patent mAy not be eon-
sidered the basis for the sliehtest modification or
amplifieation prior to that dale. Tt must indisput.
ably follow that the application is totally insnfl.
cient to establish prier invention of the thing
claimed by Churchward.

The Walez patent, however, does afford an
interesting commentary on the correlative argu-
ments urged by appellant to the effest thai it
was obvious and natoral te “add” vansdinm
te previous niekel stools and chrome steels,
Mr. Wales in the introduction to his gpeeifiea.
tion eites his familiarity with the eompogition
of Krupp armor plate having the content of
carbon .26, manganese .35, nickel 3.75, chromiam
L70, and in sttempling to improve sneh stoel
he did not mercly *‘add* vanadiom, bat on the
contrary greatly increased the mickel content
and wmaterially lowered the chrominm content
and mcluded and clatmed tungsten, and he there-
by produced, what may be assumed from fhe
failure of the defendant to prove otherwise, an
ahsolutely worthless result.

Appellant’s brief (p. 36) urges anticipation
of the patents in snit by prior patent to Church.
ward, AR2.773, issmed Cretober %, 1806, Appar-
enfly thie earlier Churchward patent was not
deemed of sofficient interest to he tahulated by
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the eminent Dr. Howe. As the point is now
raised, however, plaintiff is quite prepared to
make response. Chuorchward in his earlier pat-
ent disclosod and claimed only a composition
including tungeten, and including nickel 4. to
6. (in excess of that specified in the daims
telied on) and vanadium .25 to .50. That pat-
ent hes not been infringed, and no more does
it anticipate.

On the references above identified, the defense
of invalidity of the patents in suit must stand
or fall This court is well aware of the danger
in sccepting carefully hand-picked excerpts of
publications divorced from their context. Noth-
ing less than the most painstaking study, in er
tenso, of Volume 2 of the record can be fairly
used as & basis to gauge appellant’s agreement.
Nevertheless, it is respectfully submitted that if
the tabulation of defendant’s expert, Dr. Howe,
(Vol. 1, Rec,, p. 153), as above discussed repre-
sents the most pertinent compilation of alleged
anticipating steels of which the published art of
the world is susceptible, then the clear novelty
of the inventions made by Churchward is de-
monstratad.

When Dr. Howe is permitted to testify that
the Schneider patent, issued in 1909 on an ap-
plieation filed Angust 2, 1907, ovidenees prior
imvention of a vanadiom nickel ehromium man-
ganeae stecl althongh the file wrapper indieates
the practical concession of priority to Charch-
ward by Sehneider, and althemgh the patent
moreover is made irrelevant by Statote: and
when the witness departs from the record to

- supply “*nsual” pereentages to alloving olements,
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some mentioned and some not mentionsd by
Harbord & Hall, Wiener, Fay and Stafford;
and when he joins in combination clements nol
mentioned n  combinalion, and aseribes per-
centages ‘‘as desired' to percentages not given
by Heroull; and when he again sopplements a
phrase of Taylor with the specification of
“‘uanal’’ percentages, and with the addition of
an unsuggested manganese; and when he in-
eorrectly summarizes the disclosure of French
patent to Marrel Freres; then thiz Court can
only econclude, as was eoncluded by the Lower
Court, that the testimony of the expert iz lam-
entably insufficiont and that the defendant has
failed to produce any instance of prior steel
or of prior use or knowledge of steel having a
composition within the lerms of the Church-
ward claims of the first and second patentz in
snif. The Bethlehem Company in its original
answer cited Dr. Howe as himself being a prior
nser of the patented steel. This citation was
eliminated by amendment and the defendant
ecannot now enceecd in its defense of invalidity
hy employing Dr. Howe as a Gltering export to
prove that which it conceded by amendment he
eould not prove direetly.

O this branch of the case it iz necessary to
make only one further comment. We refer fo
Appellant’s brief, p. 34 and quote:

“These prior disclosures require no amphi-
fiention. Bat if any were needed, if any
further instruetion was required as to the
proportions in which such alloying metals
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as chrominm, vanadium and nickel should
be used that was ascorded by the commeon
nse of such metals in various steels.”

In other words, no single prior publication
or patent teaches the art an alloyed steel com-
bining the elemenis in the proportions de-
manded by elaim 1 of the first patent in suit
and claims 1 and 3 of the sccond patent in suit,
and appellant now urges that while a hype-
thetical and academic combination and recon-
siruction of the prior art refercnces set up is
also insufficient, yet that perhaps an antiei-
patory combination can be deducted from a
further intermingfing of the disclosures of un-
¢ited and unknown additional art! The arg-
ment of invalidity thus laborionsly erseted
fopples and falls of its own weight,

Tiz Ixvexmiovs Cramvzn sy CHURCHIWARD WENLE
wor (eviova,

Throughont appellant’s brief its assertions
of invalidity of the claims in suit of the Church-
ward patents are allernative arguments of anti-
cipation and lack of patentable invention. Thess
two grounds ecannot be so lightly interwoven,
The defenses are, in fact, contradietory and it is
& fair conclusion from the argnment on the

- second ground that the argument on the first
- ground concededly fails. Tt is clearly true thaf
the record as made does fail to establish any
- single instance of alloyed stesls prior to Church-
- ward's inventions which wonld be smbraced with.
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in the definitions and limitations set forth in the
claims in iesue, As this Court is aware, proof
with respect to the patentability of differences
cannot be treated categorieally. In this case, how-
ever, the Court max have the benofit of N ToLE
eorrelative circumstances dircetly pertinent fo
thiz issme and all persaasive to the eonclusion
that Charchward's new alloyed steels wore valid-
Iy patented to him.

Tue Rvre or Tae Apssire Clase,

The appellant urges that stee] made in eon-
formity to Churchward’s inventions as claimed
has not been shown to posscas new properties, is
not startlingly different from other steels and
that extending Brady Brass, Co. vs, Ajax, 160
Fed 84, 90 and Pittsburgh Iron vs. Seaman-
Sleeth, 248 Fed, 75, the patents are imvalid,

In Brady Brass vs. Ajax the patented com-
position, that is an association of the same in-
gredients in combination, was old. The novelfy
of the patent then bofore the eonrt was CONSE-
quently limited to a novelty of proportions and of
degreo reached gradually. In Pitisburgh va, Sea-
man-Sleeth, the patented eomposition, that is of
the same ingredients in combination, and even in
pereeniages within the limitations of the claim
then invelved, was old. This Court here stateg
very elearly the doetrine that patents elaiming a
compogition of matter which differs from the
prior art in degree only, but not in kind, may be
saved from o holding of invalidity as lacking
patentability, by sufficient proof that snch novel-
ty, (difference in degree) brought about a new,
ar uncxpreeted, or markedly snperior resnltant
product. The soundness of the role fhus laid
down is not dispated by plaintiff, Tis applicahility
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to the elaimed inventions now before the Court,
however, is most carnestly denied The rule re-
ferred to, for eonvenience, may bo called ““the
rule of the Adamite ease' (248 Fed. 705).
Thiz rule becomes inercasingly uscful as a jod-
teinl gouge of patentability, in proportion as the
“idifference of degree™ in the novelty of the
elaimed inventions before the Court becomes
smaller. We take it for granted that the rule of
the Adamite case ceases to be available in de
fense where the elaimed invention before the
Court possesses novelty of kind, that is, novelty
Jin elemental composition, and not mere novelty
in degree, that is, in pereentages of clemonts al-
rondy old in the same combination. To hold
otherwise would, in cases, reverse the burden of
prool amd render patents presumptively invalid
instead of presumptively valid. To hold other-
wise would further impose upon the patentees
of composition inventions a burden not imposed
npon patentees of mechanieal inventions,
 Appellant invokes the mle of the Adamite ease
on the assumption that the steels elaimed by
Churchward differ from the steels of the prior
“art in mere negligible degree of percentages and
mot in kind.

“Now IF alloy stecls eontaining small pro-
portions of nickel, chrominom and vanadinm
(together with the inevitable earbon and
manganese) were known  hefore  Chureh-
ward's time, * * then there ean be nothing
patentable in what Chorchward has dis

elozed, unlese he has hit npon and specified
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some new proportions, not natural or ob-
vious, producing some new result, or a steel
having some new properties. It is well settled
that a compound or alloy differing from
what had previously existed MERELY in the
proportions of the ingredients, is not patent-
able™ (appellant’s briel p. 7). *

The immediate controversy here presented is
therefore as to whether or not the inventioms
claimed by Churchward possessed novelty of
kind, that is, in elemental composition, or mere
novelty in slight proportion changes of an old
eompagition,

The record as made in this case fails atterly to
prove that Charechward was not the first to dis-
cover and teach the art to avail itself of an alloy
eomposed of steel with nickel, ehromiom, van-
adinm, and manganese. The evidence submittad
by defendant in its attempt to prove such an
alloy old iz snmmed op and tabulated by ite ex-
pert, Dr. Howe, af page 153 of Vol. 1 of the
record, But me one of these publications other-
wise competent shows the kind of eomposition
elnimed by Chorechward,

*Appellant’s premise is msuficient with respect to claim 1
of the secomd patent Cand 1§ & believed, to claim 3 alio)
sinee the assmption refers 1o steels comtaimiug instead of
stecls commpored of the elemenis mentioned. T4 &5 fariber
erroneons im (e stotement thist manganess s imeritably pre=
send, apd is finally miskading in the conclusion witk respect
te patentability of what Churchward dirclored imstead of what
he daimed,
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Fremch patent 336,531 to Marml Frores
is for a process, includes tungsten, moly-
denum and titanium, and omits manganecse.

Schneider T. B, Patent 925,659, is rendered
incompetent herein by Section 4923 of the
Revised Statutes. Schneider in his divisional
patent 934,697, eonceded priority to Church-
ward by his acquiescénee in the rejection om
Charchward of a claim for the somposition.

Harbord & Hall list elements, bat not in
eomhination and therefore not as any in-
clugive or exclusive composition.

Wiener expresses his opinion of Dr. Gil-
let’s opinion of a futare somathing and with
no mention of mangancse.

Fay states what “*may not be an im-
propriety’ in the nse of a composition
not incloding manganese nor any definite al-
loy composition.

Stafford expresses his understanding (be-
lief, not fact) of an unproved foreign steel
not stated to inelnde mangancse,

Heroult deseribes a process which may
be used on a varisty of sieels but defines
no exampla of any sompozition of eloments,
in combination inelugivaly or exelusively.

Taylor makes no reference to any man-
ganese content nor to any definitely inclusive
or exclusive allov,

Wales U. 8. Patent 1,111,709 is incom-
petent and was properly and duly objected
to (Record, Vol. 1, p. 164). Whales’ appli-
ention fails to show invention by him of
an alloy composed of steel with nickel,
chromium, vanadium and manganese,
Furthermore, Wales has heretofore tes-
tified s & witness for the defense in liti-
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gation on the patents now involved and
there failed to establish priority of inven-
tion.*

Plaintiff therefore repeats that this record
affords no proof of any expressed, benefieial, or
real knowledge by the art prior to Churchward of
an alloy eomposed of stee] with nickel, chro-
minm, vanadium and manganese. Appellant
chooses to read a manganess sontent into publi-
cations themselves lacking mention of man-
ganese, and chooses to base this extra-record
inclusion on the eontention thalt manganess is
inevitably prezent, but plaintiff denies that man-
manese (in a form other than a negligible ar
ineradicable residue, irrelevant to the patents
and to the infringing material here involved) is
present in all steels, The Patent Ofice makes
the =ame deninl:

“The elements, manganese, nickel, chro-
minm and tungsten oecur in  steel anly
when specially added to modify the char-
acter of the resulting steel ® **. (Rosord
Vol 1, top p. 374).

The defendants witness Morris himsalf eays
that manganese (like silicon) is waiolly  em.
ployed as a “‘seavenger” for deoxidizing and
cleaning the bath (Ree. Vol. 1, p. 70, Qs 28
29). [The scavenging metal may be consumed
in its work and disappear from the final alloy].

*These publications are discussed In detafl and thelr 18-
sufficieacy oo other grounds pointed out, infrm pp. 2188
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Dr. Howe says only that manganese is the ** res-
idoal quantity'* and “almost' necessarily pres-
ent. (Hec. Vol. 1, p. 147; and Q. 21, p. 148.)

Our eonclusion is that Churchward was the
inventor of & new kind of alloy possessing nov-
elty of elemental ecomposition and not of dagree
merely, and therefore that plaintiff is sxeunsed
from establishing striking superiority of the
Churchward steel and is relieved from the rule
of the Adamite case,

Tne Tesr or Famvee oy Oraers,

Futher than this, however, plaintiff conceives
the rule of the Adamite case as but one, and that
not exclusive, judicial test of the patentability of
pre-found novelty, Among other tests laid down
by the courts as guides to resolve the same ques.
ticn, is the test as to whether others skilled in the
art of contemporanecus date and engaged in the
problem, sucoceded or failed. This test may be
here applied in favor of the plaintiff,
The attention of the Court is redirected to the
- quotations hereinabove (pp. 12-15) from the pub-
lished statements which have been introdunced
by appellant. From these it is manifeat that the
art at that time recognized the field for improve-
‘ment, recognized that inventions remained to
be made, and recognized that future improve-
ments in alloyed steels eould be attained only by
painstaking effort and inventive research,
~ In the whole mass of secondary and hearsay
3 introdueed by the appellant, there are
opinions many and divergent, but there is no
eharting of the rond to progress which the ap-
now points back along as obvious. Dr.
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Howe, the expert witness, coasts down over
the path of improvement, failing to realize, or
choosing to ignore, the dificulties and disap-
pointmonts encountered and overcome by those
who, progressing opward and forward, blazed
that path.

The invention of the improvements patented
to Churchwanrd were not obvious to the Bethle
hem Company with all its resonreos. Its matal
lurgist, Mr. Morris, was commissioned in 1004
to traverse Europe for the purpese of investigat-
ing, among other things, the then knowledge of
vanadium in the use and manufacture of steel
He spent months abroad in England at the Shef-
field Works and in Germany at the Krapp
Works, and reported back to Mr. Johnston, his
superior, the resalt of his investigations,

“They make two handred and gixty differ-
ent alloys of cruicible steel, using nickel,
chromium, vanadiam, tungsten, molybdenum,
ete. as alloys depending upon the nse to whish
the material was to be put.** The alloy of
vanadinm which they tse is 0.20 of one per
cent.  When vanadiom is used, it replaces
tangsten (as in tool steel), or nickel and
chrominm ns in other special steels,** They
are not enthusiastic about vanadiom on ae-
count of cost and say by making high nickel
alloys (with chromiom also) ** they ean got
much better resulte'. Vol. 1, Bec. pp. 75,
76).

His investigations thus confirm what the pub-
lieations set up in defense also show, that niskel
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~—chromivm—vanadium—manganese steels wers
- not then known. Nevertheless, Mr, Morris states
- that he ‘*began urging upon my return in 1904
~ an experiment using vanadium with nickel chroma
Bteel. T continued through the whale year 1905
but it was not until the latter part of 19053
“that my company would warrant my going
~mhead with making an experiment that cost so
tnuch money and promised so little resalts”’. Vol.
1, Bee, p. 7. Thereafter he began the experi-
- mentation which led fo the produetion of ingot
:-': 0. T0547. This experiment was not snscess.
Mul, and farther work along that line was aban-
- doned. The cumulative and sole effect of Mr,
Morris's testimony is that despite his ability and
wide experience, despite his familiarity with the
published instructions of the art as now set up,
and with the resources of the Bethlehem Company
‘available to him, he failed to prodiuee suocess-
fully the alloyed steels covered by the Church-
ward patents. Mr. Morris’ work, at the most,
eanstitnted a secret and abandoned experiment,
- which, morcover, had been forgotten and buried,
nd which was not even disinterred at the time
Ahe Bethlehem Company later, and after the issu-
ance of the Churchward patents, began the manu-
agiure of the infringing steel which in herein
. Mortig’s testimony reads, Vol. 1 Rec p.

6. RT.

““QT8. From the practical standpoint yon
got very little result either at Shefield or
al Erupp? That is correct, is it not? A
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Practically I got very little result as far
as the actual compositions showed,

Wi And after you came back vou con-
docted the experiments of yomr own with
nickel chromiom vanadium steel? A Yon,
HiT,

QB0. After you came back you eomducted
gome experiments ol your own as to the
manufacture of nickel echrome vanadiom
steel? A, Armor plate, s,

WL And it is fair to say, as & general
proposition, that those experiments were not
satisfactory or did not discloso a satisfactory
result! A. They were satisfactory, but they
did not show any improvement over nickel
ehroms armor plate.

Q@82. It did mot show any improvement
which indueed you to proceed with the mna-
facture of nickel chrome vanadium steell
A, Exactly, yes.

Q83. Ur to make the results of those e
periments publie? A. To make them how! ]

(54, They did not ehow results that weuld
induce you to make those results puablicl
A. Oh, no,

QR&5. You did not print them in any wayl
A. I think, as far as thal goes, the more
successful they had been the less publie
I would have been likely to make them.

Q86. As a matter of fact, in this instanes
ifter those experiments wero made {he mat-
ter became and was, as o result of the ex-
periments, a dead issue? A, Well, no,
cxperiments, as you will note, extended
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several years. I gave up the use of van-
adivm vory reluetamtly. I wanted to nse
it. I wanted to make it go.

Q&7. But you gave it up because you could
not make it go, as a matter of fact? A, I
didn't know how,

Q88. You did not give it up becanse of
the high price of vanadiom? A. T did not
give it up on that account. I hadl a great
deal of oppesition from gy company al-
ways on account of the high priee of van.
adium. But that was not worrying me”.

Here iz the statement of a practical man,
Tamiliar with world wide developments at that
time, with a belief in the possibility of improve-
ments, and with time and money at his dis-
posal, that he failed to produce suceessfully the
- #ivels eovered by the Churchward patents, be-
- cause he did not know how to make them and was
forced to abandon his work. The data with re
Epect to it was pigeonholed and forgotten by the
‘Bethlehem Company. Appellant’s counsel now
or the first time sock to give the inference that
~ the Bethlehem Company, in manufacturing the
ing steel, predicated its manufacture on,
d availed itself of, the previous work of Mr.
orrie.  The record herein offers not the slight-
“est warrant for such a contention. Not a word of
estimony was offered to conneet the manu.

ofure of the infringing steel by the Bethle-
m Company with the earlier experiments of
Mr. Morris. The data of those experiments
was not utilized. Mr. Morris® work clearly
falls within the definition of abandoned experi.

2
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ment as laid down in the Supreme Court’s de-
cision in Deering ve, The Harvester Works, 15
Sup. €. Rep. 118120

No more wore these inventions obvious to the
agents of the Carnegie Company. Mr. Wales,
al about that time, filed his application for pa-
tenl on what was apparently hiz effort to solve
this problem. His solution was different from
Churchward's, and 20 far as the record shows,
the Wales steel never passed beyond the paper
of his patent application. |

Moreover it iz mol within the realm of prob.
ability that the Carncgic Company hoving in-
fringed and been sued and having taken extended
testimony in the United States and through
Ewrope should settle the litigation and take re-
stricted licenses under the patents in swit and npay
to the Churchiward Company over a quarter of a
mullion dollars, if the steels patented to Church-
ward had been ““merely obvious” alloy eI e T
froms,

Agnin, the produstion of the Churchward steels
was not obvious to the Krupps in Germany in
gpite of their general familiarity with vanadiom
As Mr. Morris reported back to hiz principal:

“They (Krupps) make 260 different al-
loys of erucible steel using nickel, chromiam,
vanadium, tungsten, molybdernm, ofe. asg
alloye. * * * They are not enthusiastic about
vanadiom and say that by making high nicke]
alloys (chrominm alse) they can et much
botter results.” (Val. 1, Rec. p- T5).
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Finally it was not obvious to the man called by
3 ““an expert of the highest suthority in
the steel making art”, Dr. Howe. As sbove
pointed out, this witness was eited in defendant's
=4 answer as & faet witness having prior
knowledge of alloy steels within the eomposition
- 8nd percentage ranges specified by the elaims in
suit. By amendment to the answer Dr. Howe WA
eliminated and thereby it was admitted that the
- witness had not known what appellant now in-
#ists was commonplace and obsvions, A co-
mentary also on the substantial character of the
probloms golved by Churchward is provided by,
A incident recited by this witness in stating his
‘qualifications. It appears that Dr. Howe was one
of an Advisory Committee to the Burean of
'h]ﬂnanm for the War Dopartment during the
late war and was commissioned to make diseav.
ories or recommendations on improved steel to
feplace that then in nse as a materiyl for sol-
diers’ helinets, Diligent investizations was begun
by this Committee in September 1917, It ap-
parontly covered a wide range. The resourees of
the @overnment were at the dispozal of the
ommitter—but even the highly skilled Dr. Hown
and hig eo-scholars were able fo conclode theip
teats and make their recommendations only at 5
period some fourteen months later, afior the
fighting had ceased. (Ree. Vol 1, p. 160, 161).
- There are thus too many outstanding features
of impartanes in favor of the patentability of tha
Charchward inventions and the validity of the
. ird patentz to be overcome by the be-
dnted and academic defense now arged by the
Betlilchem Company. Tt is not believed that thi.
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Court will desire or permit the merely depre-
eatory and self-serving arguments of the de-
fendant, and its bolated distortion of the prier
art, to outweigh the well-reasoned judgment of
the hard headed business officials of the Carne-
gie Company, the reinforced prima facie pre-
smnption of validity of the patents in suit and
the foree of the decision in faver of wvalidity
reached by the lower Court.

Tae Tesr oF CoMMERCIAL SUCCERSA

A second test availed of by the courts to weigh
the patentability of invention is the fact, or lack
of fact, of commercial utility and success of the
thing patented. _ '

It appenred during the trial that the defendant
urged inutility of the Churchward steels as its
main defense on the question of validity of the
patents in enit, Its witnesses Acker, Morris,
Purness, Coster, Holman and Howe each at-
tempted to disparage the patented steels and
cach attempted to assert that the mannfacture of
this steel was a failure and had been abandoned.

The record affords many and complete answers
to the contention thus raised. In the first plase
the question of utility is not sabject to denial b
the Bethlehem Company, an admitted i r
The conrts have uniformly laid down the
nataral and salutary rule that as against
infringer patented improvements must be p
sumed to be nseful. This Conrt, by his Hom
Judee Buffington, followed the rmle in @
Printing Press v. Seott, 108 Fed. 253, stating:
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""Was it useful? That it was not alone

the contest waged in this case, its extent, ex-
pense and warmth, are in themselves & ress-

and the fact that a patent has been in-
fringed by is, as against such
infringer, sufficient to establish its utility."

Likewise in American Caramel Co. v. Glen-
rock Co., 201 Fed. 362 (366), Judge Witmer guot-
‘o and followed the above case and the doctrine
#a stated in 80 Cye. 840, saying of the infringer:
ff‘Hg is estopped to deny that it possesses utili-
IH.’I
~ Moreover the Bethlehem Company did not
‘make and sell the infringing steel for a season
“only, On the contrary the record shows the de-
fendant to have made and sold this steel in in-
ringement of the patents for many years. In the
pourse of its infringement, moreover there was
presented the opportunity for direet comparison.
Morris testified that when the vanadium
#ock was exhaunsted defendant made nickel
‘throme steel, but only until 0 new supply of
vamadinm could be recured. (Ree, Vol 1. p. 117,
Q% p. 119 Qs 12, 13). Tt is inaredible o believe
fthat thiz extended production running in largs

L

‘quantities was necesary to eonvinees the defend.

|




48

ant of the worthlessness, ab #nitio, of the pat-
ented steel, or that the coincidence of eessation
of manufacture by the defendant with the sef-
tlement of Carnegie litigation and the acquiese-
cnoe by the latter company in the validity of the
Churchward patents constituied & mere eoingi-
dence, Counsel for appellant attempt to belitile
the cirenmstances of the prolonged infringement
with the argument—

*“Of eourse it requires very extended use
in order to prove whether or not any stated
eompaosition is helpful or harmfal.”” (Brisf p.
15). |

But this argument is flatly contradicted by an-
other of defendant’s witnesses, Mr. Furness, of
the Midvale Company, (the acenracy and rolia-
bility of whose testimony is sharply denied) but
who testified that the Midvale Company had made
some infringing steel at a date after Chureh-
ward"s inventions and that that single masufact-
wre had afforded data on which the Midvals
Company based its (alleged) decision to censs
manufactura of the (alleged) inferior steel Al
above noted the Midvale Company is now the
defendant in another pending action on the
patents in it and is therefore a decidedly in-
terested party. The prosent protestation of i
suhordinate employee, shose credibility was fi—
dieated by his manner when testifying and
undoubtedly correctly appraised by the lowes
Court, are not material to the present case. T
true facts respecting the practiee of the Midval
Company will undonbtedly bs brought ont |
length in the aetion referred to. But the point
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the present defendant eannot be permitted in one
 breath to exclaim that the ascertainment of the
failure of the patented stecls required a period of
quantity infringement over many years, and in
the noxt breath that the determination eould
- have been made in one test.
It is to be remembered also that substantially
all of the infringing steel made by the Bethle-
em Company was sold to the Navy Department
of the Federal Government and was supplied
to fulfill the contractual specification demand-
ing (Defendant’s Exhibit “A'", Vol 1 of the
Heeord p. 271).

“No. 9. Projectiles must be made of the
best qualily of steel®™,

. :Il was to rebut the contention of inutility of
e Churchward allove that the Court below
reeived in evidenes testimony with respect to
the prior litigation of the Carnegie Company on
the patents in suit and the settlement of that
litigation by pavment to the Churchward Com-
pany of $275,000. with the Carnegio Company
taking a restrioted license for the future manu-
Mactare, There the Carnegie Company had mann-
factored approximately 19000 tons of infring-
ing steel which had been sold and used and the
icability and superiority of which was not
" Moreover an ocenrrence on the eve of the trial
below is significant on the point now raised. Mr,

th, the active manager of the business of

Churchward corporation, testified to an
tnsolicited request just received on behalf of the
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United Statos Steel Corporation as to whether
| it might obtain a further liconse permitting the
. manufacture of Churchward steel for commereial
material in addition to its then right lo mana-
facture such steel for war material. If was on
eross-examination by Mr, Usina, counsel for the
Carnegie Company, that Mr. Usina’s lefter of
September 4, 1919 (Record Vol 1, pp. 290.223)
was introdueed. This letter has varicus interest-
ing aspects and the Court will of course read
it in full. For present purposes, however, it
i snfficient that the Steel Company does inguire
regarding a lieense for sommercial steels to sop-
ploment its existing rights as to war material,
and states: Tt is =aid that some of the other
steel concerns are making such material'’. This
Jetter is referred to in the decision of the lower
Court. Undoubtedly its showing is squarely at
variance with and diseredits this testimony of
its employees and the testimomy on behalf of =
the Bethlehem Company now offered to show
{he failure of the Churchward patented steels.
This leiter seems to have thrown appellant’s
vounsel into some confusion. Their brief on ap-
peal and their argument with respeet to it ar
most disingennous. They deelare their inability
to understand the meaning of the request of
Mr. Using, eounsel for the Steel Corporation,
but they feel surc that the request for ferms
g5 to the enlarged license counld indicate not af
all that the Steel Corporation had any desire (0
pay out money for an extension of the license
and apparently appellant’s counsel feel
that Mr. Usina’ letter was only a m

ff




precantion on their part to forestall having a fur-
ther license thrust upon them!

Tar Test or Temure Pan sy AgT,

iﬁhﬂmmﬂuﬂnnimhnuuﬂmmdnp-
- Dlied by the Court in the Adamite case, is the

There is, positive testimony herein on this
~ point to demonstrate the utility and value of the
- alloyed steels embraced within the restricted
. #ope of the Churchward patents,  Plaintiff’s
(o itness, Mr, Griffith, has been familiar with
& Chorchward steel and its manufacture for the
past seven years and he testified (Vol. 1 Record
p- 197 ef seq.) that this steel is now being made
* in quantity by the United Allovs Steel Corpora-
tion under license by and pavment of rovalty to
the Churchward Company, Further than this,
hat the steel so manufactured is actually sup-
planting in competition othor kinds of steel in-
elnding nickel chrome steel, high nickel steel,
ow wmickel stecl, chrome vaoadium steal,
and open hearth carbon steel, (p. 201)  Mr. Grif-
testifles that Churchward steel is now being

msed to meet the most trying service in auto-
‘mobile differentials and states

“The steel is not only satisfactory for
such nse but I should have ne hesitaney
in saying as T have herotofore in other con-
neetions that this steel is not only the best
but is today the only steel to use for suoh

gears'’. (202)
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Again the licensed steel thus made by the
United Alloys Steel Corporation is being sold in
increasing quantities af o higher price and is
neverthelese supplanting the other steels in eom-
petition (Vol, 1, Record p. 201 Q. 86).

Thiz one circumstance uiterly disproves the
contention made by the Bethlehem Company that
the Churchward patented steel is inutile, and
eounsel for appellant are driven to the lament-
ably weak response (Appellant’s Brief p, 22):

“iBut if the United Alloys Steel Company
is in foct using a niekel chrome vanadium
steel, it will probably find when it haa ex-
perimented with such steel for a longer time
that the presence of the vanadiom is a dis-
advantage'’.

Since appellant thus departs from the record
and engages in the realm of speculation, ap-
pellee is justified in stating the actual faels in =
this respect, to wit, That the licensed manufaes
ture amd etle by the Uniled Alloys Company 18
continuing on a rapidly increasing scale and thal
the royally paid by that company wnder the pa-
tenls is conbinuing in augmenied amount. TN
Licensed steel made by this Company EI&HI al-
ready exceeds in fonnage the four thousand tows
of infringing stecl here complained of. -'“.
licensed steel receives the tribute of a price which
is materially higher than that of the steel o >
planied, 4



CoxeLramnx,

We have here actual proof of the novelty of
- the clsimod alloy eompostions, public acquies-
eence by the Carnegie Cowpany and by present
 licensees in the validity of the patent, demon-
~ strated utility of the improvements and demon-
- Btrated commercial suecess of the improved steels.
A Moreover the plaintiff asks for relief against a
wilful infringer. It ill beeomes the Bethlehem
~ Company to deny the claims of the plaintiff for
an secounting of profits which the Bethlehem
- Company has made, while shielding itsell pro
- tamte under the acquiesccnee of the Carnegie
~ Company in the validity of the patents, and after
80 long appropriating the merit and profit of
 the Churchward inventions, The [aet, eoven if
,_il-‘li"rm a foet, that it has now ceased the appro-
priation of those inventions constitutes no equit-
~ able or legal support of its refusal to recompense
be patentes for past infringment. These pa-
teats have not long to run. They have been in

of the court.

The Bethlehem Company professes slight in-
derest in the steel and admits, in effeet, that
the decision of the lower Court does not mate-
Tinlly prejudice itz interest,

" To the Churchward Company, on the other
hand, however, the holding of this Court iz of
oit vital interest. Churchward steel will con-
tinne to be nsed by the art in large quantities.
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Its nse up to the present time has been restriet-
ed by the fact of this litigation. When the sit-
uation is cleared finally by the decision of this
court, irrespective of the tenor of that decision,
Churchward steel will unquestionably be very
largely weed. ©n this point appellant’s brief
deals in *‘probabilities’’, We know of an order,
which is only illustrative of one of many, cover-
ing material for one hundrod thousand auto-
mobiles. The ofily open question on that branel
of the case is as {o whether or not the credit
is to be given Mr. Churchward, which is his
very due, and the Churchward Company is to
continue to receive the royally which may, in
part, recompense the Churchward Company and
Mr. Churchward for their expense and offort
in the development and exploitation of this stesl
and the protection of their rights thercander.
It seems to os quite significant that under the
circumstances, pending this litigation, the
Churchward Company should be shown a8
receiving substantial amounts of cash as the
result of a license under these patents, such pl.:r-
ments being made by a large and in
eompany (Ree Vol 1, p. 198, Q. 78},
parily familiar with the art, the entire history
of these patents and the present litigation there
over. As the Jodge of the lower Court said
in substanee, it is impossible for any ane look:
ing at this situation without bias, to fail to be
impressed by the verdiet of practieal men and
practical manufacturers in the art, eonfirmes
and ovidenced by eash payments made for right
under these patents, as to the merit and otilit




:ifnfa Churchward steels involved in this litiga-
We believe most sincerely that the decision
of the lower Court was right from all stand-
points of equity and law, and we respectfully
submit that the arguments advanced by ap-
pellant for reversal of the decision of the lower
Court are most painfully inadequate.

Trar ReMaixmec Derexaes.

Appellant, failing to sustain a defense on the
merits, grasps at technicalitios,

No Dovere-Parestizg,

Appellant argues that the second patent in
Mnit is invalid as doublepatenting the inven-
tion of the first patent in suit. For convenience
of reference the claims in issue are again quoted,

Claim 1 of the first patent, filed November 1,
1906, issued March 5, 1907:

“1L An alloy containing the following
metals in about the proportions given,
namely: steel, whish econtaing from 0.2 to
06 per cent of earbon, from ninety to
ninoty-five parts; nickel, from one to 3.5
parts; chromium, from 05 to two parts;
manganese, from 015 to 0.7 parts, and
vanadiom, from 0.05 to 0.25 parts.”

Claims 1 and 3 of the second patent, filed
12, 1907, issued Oectober 15, 1907:
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¢1. An alloy composed of steel combined
with small proportions of nickel, chromium,
vanadium and manganese.”’

3. An alloyed steel containing the fol-
lowing alloying metals in about the pro-
portions given, namely: steel, containing
20% to 1.25% carbon, from 91.50 to 98.30
parte; nickel, from LOO to 3.50 parts, chro-
miom, from 50 to 250 paris; vanadiumni,
from .05 to 1:50 parts, and manganese, from
A5 to L0O paris.'”

This question of double patenting has been
twice disposed of favorably to the plaintilf here-
tofore. The first patent in snit was considered
by the Patent Officc in granting the second
patent in snit as appears from the file wrapper
of the latter (Vol 1. Ree, p. 253). The holding
was then made that the elaims of the two pat-
ents were warrantable and valid, The question
was also considered and passed upen by the
Jlower Conrt which reached the samo concli-
sion. |

Appellant, however, now elaboraies the ar-
gument and gives (brief, facing p. 45) wha
purports to be a chart indieating the identity
of the patenis. This ehart, however, is fallac [
ons and is based on the discloswres of the two
patents rather than on their claims. The ques-
tion of double-patenting can be dependent
on the fact of identity op of difference of
ventions cloimed. -

(laim 1 in smit of the first patent demand
an alloy coxtarsixe in preseribed perce
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“alloying elements, Claim 1 of the second pat-
ent demands an alloy comeosen or steel with
preseribed  proportions of prescribed alloying
metals, The subject matter of the two claims

@8 not identical. An alloy steel may have a

composition within the terme of olaim 1 af the

first patent and without the terms of elnim 1

of the second patent. The latter ie restrictod

o a steel composed of, while the former may

include & stocl comlaining the some elements

4D otmens, A graphic illustration may be rep-
resenled as follows:

erein the red cirele typifies the boundaries
£ elaim 1 of the first patent, the hlue eirele
i boundaries of the composition demanded by
L 1 of the seeond patent, and the Erecn
rele the boundaries of the composition demand-
d by claim 3 of the second patent. They do
l] and the second patent does not




g

embrace all of the first, It will be observed
that appellant’s chart omits a representation
of the carbon proportion, and that in faot
the requirement in this respect of olaim 23 of
the second patent is not coincident with, or in-
clusive of, the corresponding requirement of
claim 1 of the first patent.

The defense of double-patenting is a tech-
nical one and is introduced herein as a last re-
sort. Demonstrably there is not identity in the
inventions claimed by elaims 1 and 3 of the
seoond patent with the invention eclaimed by
elaim 1 of the first patent. Lacking identity,
therefore, and the elaim of the first patent be-
ing capable of infringement by an alloy stesl
which would not fall within the terms of either
claim of the sceond patent, the defense of
donble-patenting mnst be disearded by this
Court as it was discarded by the Patent Office
and by Judge Dickinson.

m&imlaudsnfthnmmﬂpnhuilnmlﬂ
definite and of & valid scope to cover all defend
ant’s nickel chrome vanadiom manganese
here involved,

A ghort argument is made in appellant's hrief

{pages 48-40) that the limitation *small pron r-
fions™" set forth in elaim T of the sccond pal ¢

elaim invalid; eiting Minerals Etpun:lm'
Butte, 250 TPed. 241, Mimeraly Separation v
Hyde, 242 U. 8. 261, Preston v. Manord, 11§
U. 8. 661, and Loutrell v. Mellor, Fed Case



9039. These decisions are worthy of a more
eareful exposition than appellant’s brief acsords
them.

Loutrel v. Mellor, Fed. Cases 5039 {(Fol. 9,
P. 685) eoncerned a reissoe patent having a
elnim for

“Combining glie, glyeerine and SUgAT
or any other analogons saccharine matter

do form a new and useful composition of
matter for varions purposes,'

These elements were not elaimed in any pro-
portions or amy amounts and the Court fonnd

“The complainants cannot suecessfully
claim to be the first to combine gloe, glyoe-
rine and sogar; but they may claim to
have discovered that these 'cléments may
b combined in sach proportions as to yield
o new product,® ;

he claimed illl-‘l:‘nﬁﬂll therefore Iiﬁ elemental
eumposition was' not  wew, nevertheless  the
Conrt, under the dostrine in which it states

- “Patents are tp be eomstrued liberally so
A5 {0 sustain and not destroy the right of
the inventor™

#ld the elaim valid with the restrietion im-

pesed thereon of relative proportions of the
mends az dofined in the specification.

lon v. Manard, 116 U. 8., 661 (6. Suap.

ol Hep. 695) involved the elaim of a reissoe
tent incloding “‘a reel of large diameter.
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The claim of the original patent had previ-
oungly been held void for want of noveliy against
the same imventor and in finding against the
digtinetion of the reigsue over the original
elaim the Court held:

“The fael thai water will Mow through
@& hose wound on a reel if the diameter
of the reel is large enough and the carves
and anglez are not too abrupt iz a matter
of common knowladge which no one can
appropriate to hiz own nse to the exelu-
sion of ithe public. In any view of the caso
the specificalion deseribes nolhing. thof the
patentee 15 entitled 1o elatm but only what
evervone has the righl to use withoul his
assistanes, "

In Minerals Separation v, Hude, 242 U
B, 261, (38 Sup. Ct. Rep. 82), the Soprema
Conrt held elnim © of the potont invalid be-
ecause ils novelty, if any, was a matter of de-
grea only and not in the elemental composition
employed in the process, The Court states:

“"As we have pointed out in this opinion
there were many investigators at work in
this field to which the process in smif re-
Iates when the patentees eame into it and
it was while engaged in prior kindred
processes that their discovery was '
While the evidence in the case makes it
elear that they discovered the final ste
* * vyet the investigations preceding wers &
informing that this final step was not &
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long one and the patont must be eonfined
to the results obtained by the use of oil
within the proportions often deseribed in
the testimony and in the elaims of tho
patent ne ‘eritical proportions’, ‘amount-
ing to a fraction of one per cent. of the
ore', and thercefore the deerve of this Conrt
will be that the patent * * is invalid gs
o claimg 9, 10 and 10"

. It is unnecessary to go further in answering
~ - appellant’s  present comtention than to  eite
~ the decision of this Courl by hiz Honar Judge
-~ Woolley in Miami Copper v. Minerals Separa
fion, 244 Fed, 752. In this leading case the
first patent invalved, No, 835,120, had been be-
- fore the Supreme Court in Minerals Seporation
| % Hyde, and this Court alko found its novelty
~ 1o be in degree of critieal proportions rather
than in the elemental composition employed.

“Time it may be stated generally that
- in the prior art oil was used for its known
 selective affinity for metal, agitation to mix
b the oil with the metal, and nir to supple-
‘ment the buoyaney of ol in raising oil
‘eoatod metal particles to the surface',

In the second patent, however, No. 62,675,
aims 1, 2, 5, and 6 were sustained broadly
ough specifying:

."l.'_lm;jng the powdered ore with water

[

eontaining in solution a sMarL QuanTITY Of
‘& mineral frothing agont,**
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because the elemental composition, that is, water
containing in solution a mineral frothing agent,
was broadly wew. The Court thus properly
drew o sharp distinetion between cdaims pos
sossing novelty of degree or proportion, and
claims possessing novelty of kind.

The instant case it is believed falls elearly
under the doetrine applied to the seeond patent
in Miami v. Minerals Separafion. Claim 1 of
the second patent here in suil ealls for [

“An alloy composed of steel combined
with small proportions of nickel, chromium,
vanadium and manganese."*

and thus recites n wew combimadion of eleme
constituting a new composition, The
definition in the claim that the new elements an
combined in *‘small proportions® is a voluntar
restriction impoged by the patentes and &
the ¢laim especially clear and definite
claim therefore enjoys basic novelty, and « 1
a scope to cover all of the defendant’s nickel
chrome vanadium manganese steel here
volved and further to cover what may be l-
ciforts in the remaining four years of its life
to appropriate the substanee of Chorehvward’s
invention while attempting to evade, in tarm
the limits of his other elaima, i

The Supreme Conrt in Minerals Sepanafion
ve. Butte, 250 U. 8. 336, did not modify {he
gituation aa above outlined. The work of #l
Court in this respect is lightened, m-l:l-mvﬂ'
the blanket admissions of appellant herein:
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“Of course all of this nickel chroma
vanadium steel infringes the terms of elnim
1 of the second patent in auit”’ (appellant s
brief p. 50)

“The District Court stated jn Hs opinion
that there is no question of infringement
B Thiuiatruﬁiuumnenuthntlll
nickel chrome vanadinom stesls infringe
claim 1 of the second patent in sait* (ap-
pellant’s brief p. 57),

Un this point we wish to cite only one further
decision whioh has other and spoesial pertinency
to the present case, Dicmond Rubber Co., v. Con-
solidated Rubber Tire Co,, 220 U. B. 428, 31
Bup. Ct. Hep. 444, susiaining the Grant pat-
ent

“It posscsses such amount of change
from the prior art as to have received the
approval of the Patent Offiee, and is on-
titled to the presamption of invention which
attaches to n patent. Tts simplicity should
nmot blind we as to its characler, Many
things, and the patent law abounds in il-
lustrations, seem obvious after they have
been done, and ‘in the light of the aecom-
plished result’, it is often a matter of won.
der how they so long ‘eluded the soarch of
the dissoverer and set at dofiance the speen-
Intions of inventive gonins.' Pearl v. Ocean
Mills, Fed. Cases No, 10,876, Knowladge
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aftor the event is always easy, and problems
onece solved present no diffienlties, indeed,
may be represented as never having had
any, and erpert witnesses may be brought
forward to show that the wew thing which
seemed to have cluded the scarch of the
world was alwoys ready at hand and cusy
to be seen by e merely skilful ottention,
But the law has oilier tests of the tmvention
than subtle conjectures of whal might have
been ond yet wos wot. 1t regords o change
as evidence of movelly, the acceptance awd
wlility of change as a further evidence, even
as demonstration, * * * A potentee may b
haldly empirival, seeing nothing beyond his
experiments and the result; yet if he has
added a new and valuable article to the
world's utilities, he is entitled to the rank
and protection of an invenior. And how
can it toke from his merits that he mny
not know all of the forces which be hos
bronght inte operation? I is certainly
not necessary that he understands or be
ahle to siate the scientific principles under-
lying his invention, and it is immaterial
whether he can stand a suecessful examina-
tion as to the speculative ideas involv-
Lﬂrlf L
#*When a person produces a nseful inatra-
ment, to sav that he did nol know what
he wag about is at least confosing. To
take from him the advantage of it upon
vien speenlation as fo whether it was an
ignorant guess or eonfident knowledge
adaptation might do him great injnstiee.
sneooss ix his title o consideration.'”
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ACCOUNTING

Praxmer 12 Extries 1o tor Prorrs or De-
rENDANT's InFmmaEMENT,

The decree below in the usunl form awarded
plaintiT an injunction and an accounting for
profits, damages having been waived, Upon plain-
Ull's motion to settle the form of decree, do-
fendant strenuously contended that, by resson of
Seetion 4900 of the Revised Statutes, plaintiff
was not entitled to an accounting for the profits
which defendant had made by its inflringement.
Upon that motion defemdant advaneesd all the
Arguments and substantially all the anthorities
now et forth in pages 57 to 69 of its brief. Twe
questions were Involved :

(1) Does Seetion 4900 have any applieation to

& plaintiff who neither mamufactured nor sold
any prodoet, and

(2) Does the word **dumages’ in that section
indude “‘profits" so as to deprive a plaintifl,
who has neither marked nor given notiee, of the
right to recover the profits which defendant has

- made from infringement §

After most eareful eonsideration Judge Dick-
E-.iunn allowed the decree for profits, for reasons
sot forth at length in his opinion published in
60 Ped. 438 and printed at P, 400 of Ree. Vol,
The specifle ground of that decizion was that
‘this section relioves infringers withont notipe

»
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from pnyment of damages but not from secoundt-
g for profits.”

The distinetion between a recovery of defend-
ant’s profits and for plaintis damdges is fund-
amental in patent law, It is eloarly recognized in
Revised Statutes, Seefion 4921, which says:

“And upon a deeree being rendered in an
stch case for an infringement the complain-
ant shall be entitled to recover, in addition
to the profils Lo he accounied far by the de-
fendant, the damages the complainant has
sustained hereby;"" (Emphasis ours).

Under R. 8 Secetion 4000, however, the statote
with equal distineiness limits the penalty which
is to be imposed upon the plaintiff who fails to
mark the patented articles as required by that
section to n loss of his right to domages and
makes no refercnee to the right to profits which
he clearly has by the portion of R. 8. Section
4921 above quoted. The eontrolling aase in this
eirenit is balieved to be Sharpless v, Lawrones,
M3 Fed. 423, 130 C. C. A. where Grey, C. I.,
roling directly npon the distinelion befween
damages and profils says:

“We think, however, that the distinetion
between a decres for the recovery of dam-
ages and one for the recovery of profits,
should not be lost sight of, and in general
ig not lost sight of, and that the latter iz
not inelnded in the former, ***

Thiz brings ue to the real queastion in the
sake. We do not see why this plain and in-
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telligible language should be subject to any
process of interpretation, It coneerns the ad-
ministration of justiss and affects the in-
terest of litigants, that the plain and ob-
vious meaning of the language of a judgment
or deoree should be upheld. The word “dam.
ages', as 0 word of art, has a clear and de-
finite logal meaning.™

The same eonclusion was reached as to Seo
tion 4500 by Judge Thompson in Rollman Mang-

facturing Co. vs. Universal Hardware Waorks,
Eﬂ? F‘F'dr W. ]m:-:

*The eomplainant, having failed to mest
the requirements of seetion 4900, is not en-
titled to damages.

While the provisions of section 4900, Com-
piled Siatates, deprive the complainant of
the right to recover damages by reason of
ite failure to mark, it iz not therehy de-
prived in a proper ease of its right ta an
accounting for the defendant’s profits. B, 8,
Beetion 4821, Compiled Statotos, as am-
encled 1997 (U, 8. Comp. St. 1901, p. 3395) ;
Tilghman v, Proctor, 125 U. 8, 136, 7 Sup, Ct.
80, 31 L. Ed. 664; Beach v. Hateh (D, C,)

153 Fed. 763; Mast v. Superior Drill Co.,
14 Fed. 43, 83 C. C. A. 157."

To the same offect zee Ashley vs. Weeks.
Numan Co,, 220 Fed. 899, where Rogers, O, J,
speaking for the Cirenit Court of Appeals for
the Second Cirenit, says at page O04:—
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“If there has been no infringement sinee
the bill was filad then there are no damages
fo be recovered. The complainant iz entitled
as o matter of course to any profits, gains,
and advantages which the defendant has de-
rivied, received, and made sinee the date of
the izsne of the eomplainants’ design patent
No. 42077 by reason of its infringement.’’

See alzo Metalie Extraction Co. ve. Brown,
104 Fed. 345, 354 ; 43 C. C. A, 568,

The distinction here drawn seems equoitnble
as woll as technieally vorreet. It sorvea the
purpose of muarding on  innocent infringer
against being muleled in damoges, and al
the same time gives to the patentee that
to which he & entitled; i e, the profits
which the uee of his invention has bronght to
the defendant. In many cases, of course, one or
the other of these two clements—profits and dam-
ages—has been unimportant from a proactieal
rtandpoint, and it is therefore possible to find
judicinl expressions in eonfliet with the doctrine
prevailing in this Cirenit. In many cases these
conflicting expressions are obviously obiter dieta,
and in others the distinetion seoms not to have
been brought to the attention of the sourt—pos-
sibly beeanse practically unimportant in the part-
ienlar ease, A contrary view would practienlly de
priva all inventors whe were unable to macket
their product of the real froits of their invention,
for it must often happen, as it does in this ense,
that the defendant’s infringement 18 so conceal-
el and <o diffienlt to discover that no direct noties
wan b given,
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Upon the question of the historieal difference
between damages and profits, as well as upon
the question of the weight to be given to decisions
which are actunlly or apparently contra, a rofor
ence ehould be made to the opinion of Judge
Dickinson, Ree, Vol T, P. 400. As pointed ont
in that opinion, neither the Supreme Court nor
this Court has ever passed upon the distinetion
between profits and damages, exeept in the Sharp-
lezs ecase {(supra) where that distinetion was
recognized and enforeed.  Dunlep va, Schofield,
152 U, 8, 244, which defendant chiedly relics upon,
was an action for the statutory penalty of $250.,
profits being expressly waived, and there was
nesordingly no possibility of the present dis-
linction being in issue. The same is true as to
Mowrey ve, Whilney, 81 U, 8, 620, where the
quostion at isme was a8 to the allowanee of in-
torest upon the recovery, aml ns o Sessions vs.
Romadka, 145 TU. 8., 29, whore it was held that
the goods were sufficiently marked. Likewisze in
Rublier Co. va, Goodgear, 8 Wall. 788, o different
point was in issue, and the inference of counsel
for defendant as to what the court might have
decided is entirely without support in the opin-
on., We shall not attempt to add anything to
the eareful statement of Judge Dickinson in rofer-
enee to the eases in this eirenit which defendant
eites, further than to point ont the fact that all
are prior to the Sharpless case,

While the decree entered finds adequate sop-
port in this distinetion betwoen damages and
profite, plaintiff believez that il might be sup-
ported equally well by the position that B, &
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Bection 4900 does not apply to a plaintiff who
neither manufactures nor sells the patented ar-
ticle, The portion of R, B, Section 4900 which
requires marking reads a= followss

* Patented articles must be marked as such.
It shall bo the duty of all patentees, and
their assign: and legal representatives, and
of all persons making or vending any pa-
tented article for or uwmwder them, to give
sufficient notiee to the publio that the some
is palented; either by fixing thereon the
word **patented ™, together with the day and
vear the patent was granted; or when, from
the charaeter of the artiele, this cannot be
done, by fixing to it, or to the package whers-
in one or more of them is enclosed, a label
containing the like npotice'. (Emphams
s,

It will be woted that the preseribed methods
of giving notice o the public are in the alterna-
tive:

{1) By marking *thereon, and

{2) By fixing to *it" or to the package whare
in “one or more of them' is enclosed a label.

All the words italicised are meaningless unless
they presuppose the existence of an article made
in accordance with the patent. No method s
presoribed here for giving notiee in any other
way than in eonnection with some article, The re-
mainder of Section 4900 imposes a penalty for
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the neglect to mark by one of these two pre
seribed mathods, and reads as follows:

“and in any euit for infringement, by the
party foiling so0 to mark, no domages shall
be recovered by the plaintiff, except on proof
that the defendant was duly notified of the
infringement, and continned, after such no-
tice, to make, use, or vend the article sn pa-
tented'”, (Emphasis onrz).

Congidering now the seeond portion of the
spotion, it i= apparent that the penalty of a denial
of domages is imposed only in the case of a
“suit for infringement by the party failing so
to mark'. Such failure can obviously not ooonr
unless the plaintif is itself manufacturing or
dealing in the goods made under the patent, and
therefore has an opportunity to mark the same.
Thia ix the interpretation pot npen this seetion
of the Statutes by the Supreme Coart in Duan-
Iap ve. Schofield, 152 U. 8., 244, 247: 14 Sup.
Lt. 576, 577 where Mr. Justiee Gray savs:

“The clear meaning of this section is that
the patentee or his assignee, if he makes or
sells the arlicle patesied, cannot resover
damoges against infringers of the patent, un-
lezs he has given notiee of his right, eithor
to the whole publie, by marking his article
“‘ Patented™, or to the particalar defendants,
by informing fhem of hiz patent, and of
their infringement of it", (Emphasiz oars).

This doctrine has been applied in the Third
Cirenit in the case of United States Mitis Co.
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vs, Carvegie Steel Co,, 89 Fed. 206, (afirmed by
the Cirenit Court of Appedls for the Third Cir-
enit withont opinion in 90 Ped, 829}, In this
case Acheson, Circwit Judge ssys:

“‘Sectivn 4900 of the Hevised Statntes is
not applicable here, The patent in suit is
exclnsively for a process, and therefore the
cuse 18 not within either the letter or the
gpirit of section 4900, Even in a cnse where
tho patent is within the purview of section
4000, its provesions apply, as aguinst the plain-
tiff, only "if he makes or sells the artiole
patented’’, Dunlap v. Schefield, 152 U, S,
244, 247, 14 Sup, Ct. 576; Campbell v. Mayor,
ele., 81 Fed. 183, 184",

To the same offecrt sse Campbell vs. Mavor,
ete, of Now York, 81 Fed, 182, 184, and
United States Mitis Co. ve, Midvale Steel Co.,
135 Fed, 103, 112, The above decizgions consider
together and exclade from the operation of the
Btatate, cases where the patent is for a process
and those where the patentee npeither manofac
turcs nor zells goods made in sscordance with
the patent. Both are instances in which the plain-
tifl is obviously uwnable to comply with any re-
quirement as to marking, and is therefore ex-
eneed from any penalty for failing so to do.
The latter iz admittedly the sitoation of the
plnintiff in the instant case,

In view of this fact plaintiff respestfully sub-
mits that the Hovised Statute ean have no bear-
ing upon ite righte to any recovery, whether of
damages or of profits
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The legal doctrines here sdvanced are par-
ticularly sappealing in the present cnse beenuse
of certain facts brought out in the testimony. It
appears that Mr. Charchward, the inventor of
the patents in emit, conducted ecertain experi-
mental work at the plant of defendant Bethle
bem Steel Company as wns well known to Morris,
defendant’s witnesz and metallurgieal engineer.
Ree. Vol 1, p. 1238). It appoears farther that the
dofendant took extraordinary precautions to con-
ceal the fact of this infringement, even going
to the length of supplying the United States
Government with incomplete and misleading an-
alyses of the infringing steel which it made amd
sold to the CGovernment, Plaintiff's witness
Morris testificd, Ree. Vol 1, p. 71, that defend-
nnt's stecls “wers always sold as nicke]l chrom-
ium stecls' and at RBecord Vel I, p. 122 that
defendant supplied the Government with analyses
which failed to show the presence of vanadinm,
though the latter cloment was eontained in the
gleel pnd listed in the private records of defend-
ant (Ree. Vol. 1, pp. 103 and 105). The entirs
testimony on this point incloded in pages 118
to 122 of the Record is an admission of the means
used by the defendant to coneenl il infringe-
ment and was advanced by the witness Morris
without any explanation for the oecnrrence,

Ta azk that nnder these cirenmstances plain-
tiff who was not itself a mannfacturer or dealer
in stee]l shonld penetrate the dispmize which de-
fendant had thrown about its prodoet, dizeover
the infringement and formally notify defendant
to discontinue it would be usking an absurdity.
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Out of a total of over 4,500 tons of infringing
steal sold by defendant all was purchased by the
Unitod States Government exeept one lot of 175
tons purchased by the Argentine Governmemt
amd a shipment of about a ton and a third to the
Auto Car Company.

We sabmii that, in any event, plaintiff may re-
eover the profite of the infringement by account-
ing, and that the defendant may not be allowed
to profit by its own wrong.

Resvus.

1. The art to which the patents in suit relate 18
complex and technical.

2 The mumber of permissible alloying elements
“‘all in the catalog'* ns Mr. Morris said, and the
wide range of permissible percentages of those
clements rendered the field of regearch and in-
vention with respecet thereto of almost unlimited
breadth.

3. Comparing the patents in snit with the stafe
of the art and with the potential field of inven-
tion, the elaims in igsue are definite, elear, and
relatively narrow,

4. Nevertheless the restrioted limits of the im-
provements allotted to Churehward by the elaims
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in issne have been admittedly invaded by the de-
fondant.

5. In all the mass of pablished art set up by
the defendant there is no single anticipation or
substantial approximation of the alloys set forth
in the claims in suit

6. As in a mechanical patent, so here, a de-
fense dependent on hypothetical eombinations of
elements, where these elementa in the aetual
prior art were set forth separately or in other
combinations, cannot prevail,

7. Furthermore the publications sel up in de-
fense establish the then recognition by the art
of the fotore ficld for invention, and the unre-
linbility of a priori deduoetion in the p'[’ngrpm to-
ward improvements.

8. Appellant’s argoment in support of its e
tention of the invalidity of the patents rests on
the unconvineing claboration by an expert of
published statements of opinion and prophecy;
with the authors of these statements not ealled
in person, not smhject to cross-examination, and
their absenee not explained.

9. The patents are presumptively valid,

“The burden of proof is upon the defend-
ants to establish this defense; for the grant
of letters patent iz prima facie ovidence that
the patentee is the first inventor of the de-
viee deseribed in the letters patent, and of its
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novelty. Smith v. Goodyear Dental Vulcanite
Co.. 93 U. 8, 488 Lehnbeuter v. Holthaus,
1065 17, 8., &4, Not only is the burden of proof
to make good this defense upon the party set-
ting it up, but it has been held that ‘every
reasonable doubt should be resolved against
him." Coffin v. Ogden, 18 Wall, 120, 124
Washburn v. Gauld, 2 Story, 122, 142"

Cantrell v. Wallick, 8 Sup. Cf. Rep., 970,
973-974; 117 U. 5., 689,

“The defendant i# an admitted infringer.
The complainant s patent implisd novelty and
invention; the barden of proof to establish
prior use and wanl of novelly is upon ihe
defendant. And every reasonable donbt
should be resolved against it™.

Woed's Sons Ca. v. Valley Iron Works,
191 Fed, 196, 200. Affirmed by the

present oonrt,

10, The admitied infringement by the defond-
ant estops it to deny utility of the thing patented.

11. The infringement by the Carnegie Com-
pany demonstrates the utility of (he patepied
steel and the valoe and validity of the patents
in snil,

12. The letter of Mr. Usina, eounsel for the
Carnegie Company, of September, 1919, proves
the present recognition of the ofility of the nat-
entod steels,

i
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13. The present and continuing manufacture
of the patented stocls by the United Alloy Stuel
Company proves the utility of the patented steol,

14. The manufocture of the patented stecls
by that company under license, and the suseessful
and inereasing sale thereof in ecompetition with
steels of lesser cost, i3 eonvineing of the sctual
superiority of the patented stocls.

15. The inventions covered by the claims in
1ssue were patentably new and not obvions,

16. The Churchward inventions were not ob-
vious to the Bethlchem Company. Mr. Morris,
its engineer, testified to hiz familiarity with
the published art at that date and to his know-
ledge of the unpublished art through confor-
enoe with the nnreported experts, and he tried
to produce the inventions and failed, and his
experiments were abandoned,

17. The Bethlehem Company, in undertaking
the infringing manufacture, after the publie in-
struction by the Churechward pntents, did not
revert in the slightest dogree to the unsuceess-
ful and forgotten data of Mr. Morris,

18, The Chorchward inventions were not ob-
vious to the Carnegie Company, who contested
the patents in litigation on all the defenses now
generally raised, and later acquiesesd in the valid-
ity of the patents by taking a license thereunder
and by paring $275,000.

19. The Chuorchward inventions wers not ob-
vions to Mr. Wales, the engincor of the Car-
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negie Company who sought the improvement but

whose efforts were directed along the divergent
path of high niekel and whose achievement has
not warranted the grace of an epitaph.

), The Chorehwnrd inventions wore not ob-
vious to the Begearch Department of the Krupps
in Germany, whose failore in this respect is
attested by Mr. Morris, :

21. There has been s substantinl publio ae-
quicseence in the wvalidity of the Churchward
i tenks.

22, The settloment of the Carnegie litigation,
the payment of §275,000 for past infringement,
anid the accepiance of a continning license nnder
the patents, constitutes a convincing recognition
of validity.

23. The manvfacture of the patentesd stecls
by the United Alloys Steel Company, under li-
cenga and on payment of royalty, confirms the
recognition of the art in the validity of the pa-
tents in smit

24, Claim 1 of the second palent, as well as
the others in suit, is clear and dofinite. It re-
cites n eomposition of alloyed steel which wos
new and which has been infringed by the de-
fendant, which was infringed and paid for by
the Carnegie Company, and which is now being
utilized by the United Alloys Company.

%5, Claim one of the second patent recites an
alloy steel composed of materials and percentages
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not the same ns alloys embraced within caim
one of the firsl patent. A steel may infringe
claim one of the first patent and not infringe
claim one of the second patont. Therefors,
claim one of the sesond patent is not invalid ns
repatenting the invention reserved by elaim one
of the first patent,

26. Cloim three of the secomd patent has o
varintion in the percentages of eertain con-
stituents from the ranges specified in claim one
in the first patent. Awalloy might infringe claim
one of the first patent and not infringe elaim
three of the seeond patent. Therefors claim
three of the sceond patent is oot invalid as re-
patenting the invention elaimed in the flest
palent,

27. The claims in issue of both patents in
suit are valid and infringed.

The decision of the lower court should, thers-
fore, bo affirmed with costs against appellant.

Respeetfully submitted,

Donrs, Wanrnme & Do,
For Churchward International Bies] ﬂumpau}r,

F. I'. Wanrizo,

H. 8. Dvew,

L. A, Warsox,
Of Couneel,
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